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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 19 September 2005 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1^6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-6 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .1 21 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)|EI All b)Q Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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DETAILED ACTION 
Drawings 

Figures 4A and 4B should be designated by a legend such as -Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in compliance with 
37 CFR 1.121(d) are required in reply to the Office action to avoid abandonment of the 
application. The replacement sheet(s) should be labeled "Replacement Sheet" in the page header 
(as per 37 CFR 1.84(c)) so as not to obstruct any portion of the drawing figures. If the changes 
are not accepted by the examiner, the applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to the drawings will not be held in 
abeyance. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Applicant's Admitted 
Prior Art (AAPA) in view of 5,359,170 (Chen) and Singer's article entitled "Wear-resistant, 
diamond-like coating created by Sandia" (Singer). AAPA teaches a jig to be in contact with cold 
contact tails and solder during reflow soldering to effect a bond between the contact tails and 
pads of a board (specification, paragraph 2-4 and 8; where the solder and contact tails are "cold" 
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prior to reflow soldering) wherein said jig is provided with a coating to be in contact with the 
solder (specification, paragraph 8) and a corrosion resistance layer of 5 microns. Chen teaches a 
hot bar apparatus having, generally, a diamond or diamond-like surface on the working surface 
(abstract and col 4, 11. 40-68). Singer teaches advantages of an amorphous carbon film over 
diamond (page 1 of 3). It would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify the method of AAPA to utilize a diamond-like coating on the entire 
working surface in order increase wear resistance during heating (Chen col. 1, 11. 55-68) and 
further to modify the combined invention of AAPA and Chen to utilize Sandia's amorphous 
carbon film in order to provide even greater wear resistance (Sandia page 1 of 3). It is the 
examiner's position that the particular non adhesive nature of the diamond like coating will be 
present in the combined invention of Applicant's Admitted Prior Art (AAPA) Chen, and Singer's 
article as the combined invention uses the same jig coating on a substantially the same process. 
When the examiner has reason to believe that functional language asserted to be critical for 
establishing novelty in claimed subject matter may, in fact be an inherent characteristic of the 
prior art, the burden of proof is shifted to the applicant to prove that the subject matter shown in 
the prior art does not possess the characteristics relied upon. In re Fitzgerald et al 205 USPQ 
594. With respect to the claimed thickness, AAPA teach the thickness of a coating to be an art 
recognized result effective variable depending on the number of times the jig is to be used 
(paragraph 4). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the thickness of the combined invention of AAPA, Chen, and 
Singer's article to utilize a thickness of 5 micron or greater in order to ensure an adequate 
resistance layer (see AAPA paragraph 4). That is, it would have been obvious to one of ordinary 
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skill in the art at the time of the invention to choose the instantly claimed ranges through process 
optimization, since it has been held that there the general conditions of a claim are disclosed in 
the prior art, discovering the optimum or workable ranges involves only routine skill in the art. 
See In re Boesch , 205 USPQ 215 (CCPA 1980). 

Response to Arguments 
Applicants argue the prior art does not disclose a "jig to be in contact with cold contact 
tails." The examiner disagrees. During patent examination, the pending claims must be "given 
the broadest reasonable interpretation." Applicant always has the opportunity to amend the 
claims during prosecution, and broad interpretation by the examiner reduces the possibility that 
the claim, once issued, will be interpreted more broadly than is justified. In re Prater, 415 F.2d 
1393, 1404-05, 162 USPQ 541, 550-51 (CCPA 1969). In the instant case, DICTIONARY.COM 
defines "cold" as "a relative lack of warmth." On applying the Prater test by giving the claim its 
broadest reasonable interpretation, it is the examiner's position that the contact tails are "cold" as 
they are have less warmth, relatively, than the hot bar. In addition, it is the examiner's position 
that cold contact tail and solder is in contact with the solder "during reflow soldering" (as 
required by claim 1) the instant the hot bar contacts the contact tail and solder to begin the reflow 
soldering. 

Applicants argue the prior art does not exploit the non adhesive nature of diamond like 
coatings. The examiner agrees. This, however, does not mean that the prior art does not meet 
the claimed limitations. "[T]he discovery of a previously unappreciated property of a prior art 
composition, or of a scientific explanation for the prior art's functioning, does not render the old 
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composition patentably new to the discoverer." Atlas Powder Co. v. Ireco Inc. , 190 F.3d 1342, 
1347, 51 USPQ2d 1943, 1947 (Fed. Cir. 1999). Thus the claiming of a new use, new function or 
unknown property does not necessarily make the claim patentable. In re Best , 562 F.2d 1252, 
1254, 195 USPQ 430, 433 (CCPA 1977). Furthermore, there is no requirement that a person of 
ordinary skill in the art would have recognized the properties at the time of invention, but only 
that the subject matter is present in the prior art. Schering Corp. v. Geneva Pharm. Inc. , 339 F.3d 
1373, 1377, 67 USPQ2d 1664, 1668 (Fed. Cir. 2003). In the instant case, while the examiner 
agrees that the prior art does not teach the non adhesive nature of the diamond like coating, it is 
the examiner's position that the non adhesive nature is merely a new use, function, or unknown 
property of a known coating. 

In response to applicant's argument that there is no motivation to combine the 
references, the fact that applicant has recognized another advantage which would flow naturally 
from following the suggestion of the prior art cannot be the basis for patentability when the 
differences would otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. 
& Inter. 1985). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Johnson whose telephone number is 571-272-1 177. 
The examiner can normally be reached on M-Th 7:30 AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on 57 1 -272- 1171. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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